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Illegal Filesharing
 DMCA

Viacom v. Youtube 
Safe Harbor

 BitTorrent Cases
BitTorrent Technology
Safe Harbor
Jurisdictional Issues

 File-hosting Sites



Digital Millennium Copyright 
Act

 Modified Copyright Law 
Implemented WIPO treaties
Addressed Digital Rights Management 

(DRM) 
 Provided Safe Harbor

17 U.S.C. § 512



Viacom v. Youtube
 No. 07 Civ. 2103; S.D.N.Y. 2010

Currently on Appeal to 2nd Circuit



Viacom v. Youtube
 Viacom claimed liability by Youtube

Actual knowledge
Received financial benefit
Not “storage at the direction of user”



Viacom v. Youtube
 Court relied on DMCA Safe Harbor

 General knowledge that infringement is 
“ubiquitous” does not impose duty on 
service providers

 Distinguished Grokster (545 U.S. 913 
(2005))



Viacom v. Youtube Aftermath
 Youtube remedial solutions

Terminates users for 3 DMCA “strikes”
Implemented own policing system for 

others' copyright claims





Youtube Concerns as 
Copyright Holder

 Can use “claim your content” system 
provided by Youtube

 Beware of uploading material you don't want 
linked

 Youtube user agreement allows for unpaid 
license linking to all content





BitTorrent
 “Pull-based” “swarming” approach
 Each file split into smaller pieces
 Nodes request desired pieces from 

neighbors
As opposed to parents pushing data that 

they receive
 Pieces not downloaded in sequential order
 Encourages contribution by all nodes



BitTorrent Terminology
 Seed: peer with the entire file
 Original Seed: The first seed
 Leech: peer that's downloading the file

Fairer term might have been “downloader”
 Sub-piece: Further subdivision of a piece

The “unit for requests” is a subpiece
 But a peer uploads only after assembling 

complete piece



BitTorrent Cont'd
 Swarm

 Set of peers all downloading the same 
file

 Organized as a random mesh
 Each node knows list of pieces downloaded 

by neighbors
 Node requests pieces it does not own from 

neighbors
 Does not allow “streaming”



BitTorrent Cont'd
 Content of .Torrent file:

URL of tracker
Piece length – Usually 256 KB
SHA-1 hashes of each piece in file for 

reliability
“files” - allows download of multiple files



BitTorrent Legal?
 Program:  Yes
 Content:    Typically NO!



Columbia Pictures Industries, 
Inc. v. Fung

 No. 06 Civ. 5578, C.D. Cal. 2009
Currently on Appeal to 9th Circuit

 BitTorrent search sites are inducement
 No safe harbor available



Jurisdiction of Courts in 
BitTorrent Cases

 Maverick Ent. Group Inc. v. Does 1-2,115
Civ. No. 10-0569; D.C.C. 2011

 VPR Internationale v. Does 1-1,017
Civ. No. 11-2068; C.D. III. 2011



File-hosting Sites
 Perfect 10 v. Rapidshare

Civ. No. 09-2596, S.D. Cal.
 Safe harbor applies?
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i4i Limited Partnership v. 
Microsoft Corporation 
(Argued April 18, 2011)

What is the Standard of Proof for a Patent 
Invalidity Defense?



  Whether the CAFC erred in holding that 
Microsoft was required to prove its defense 
of invalidity by “clear and convincing 
evidence” even though the prior art on 
which the invalidity defense rests was not 
considered by the Patent and Trademark 
Office prior to issuance of the asserted 
patent.



35 U.S.C. § 282
“A patent shall be presumed valid.
…
  The burden of establishing invalidity of a 

patent or any claim thereof shall rest on 
the party asserting such invalidity.” 



The Supreme Court applied a presumption 
of validity – with a heightened burden of 
proof

Before 1952



 “every reasonable doubt” is resolved 
against the party asserting invalidity 

Morgan v. Daniels, 153 U.S. 120 (1894), 
citing Coffin v. Ogden, 85 U.S. 120 
(1873), Cantrell v. Wallick, 117 U.S. 689 
(1886)



Radio Corp of Am. v. Radio 
Eng. Labs, Inc. 293 U.S. 1 

(1934)
 Justice Cordozo: “there is a presumption 

of validity, a presumption not to be 
overthrown except by clear and cogent 
evidence.” 

293 U.S. at 2



 “convincing evidence of error” 
293 U.S. At 7
 “evidence sufficient to carry thorough 

conviction to the mind” 
293 U.S. at 9



 CAFC created to “strengthen the U.S. 
Patent System [so] as to foster 
technological growth and industrial 
innovation.”

Markman v. Westview Instr., Inc., 517 U.S. 
370, 390 (1996)

1982



The CAFC on 35 U.S.C. § 282:
 Standard for proving invalidity is always 

clear and convincing evidence
 Evidence not before the PTO “may... carry 

more weight and go further toward 
sustaining the attacker's unchanging 
burden”

American Hoist & Derrick Co. v. Sowa & 
Sons, Inc., 725 F.2d 1350, 1360 (Fed. Cir. 
1984)





U.S. Patent 5,787,449
 metacodes – tags or markup codes that 

indicate how text between the tags should 
appear

 metacode map – stores metacodes and 
their locations within a document



Microsoft Word Custom XML 
Editor

 Introduced 2003
 Word separates custom XML metacodes 

and stores them as claimed in '449 patent



 i4i had products that were an add-on to 
Word

 Microsoft Word custom XML Editor 
obsoleted the i4i products 



 i4i brought suit for infringement of '449 
patent in E.D. Texas

Alleged infringement of claims 14, 18, and 20
Alleged willful infringement

 Microsoft counterclaimed – D.J. Invalidity 
and unenforceability

2007



2009 – Jury Trial
 Microsoft asserted prior i4i product S4 was 

on sale more than one year before '449 
filing date

 One time project for one customer in 1993
 Source code had been destroyed many 

years earlier
 i4i witnesses said '449 claim features came 

after S4



Jury Trial
 Microsoft sought jury instruction that the 

burden of proof for invalidity was a 
“preponderence of the evidence” because 
S4 was not considered by PTO



Jury Trial
 Verdict against Microsoft on every issue
 $200 Million damages
 willful infringement
 '449 patent valid



Jury Trial – Post Verdict
 JMOL denied
 $40 million for willful infringement
 $50 million interest and post verdict 

infringement
 permanent injunction limited to versions of 

word sold after a specified date



Appeal
 Affirmed
 12 lines of 50 page opinion dealt with 

standard of proof – Panel: KSR did not 
change standard

 Microsoft: “largest patent infringement 
verdict ever to be affirmed on appeal”



Appeal
 Petition for enbanc rehearing denied
 Standard of Proof issue not raised in 

Petition for enbanc rehearing



Supreme Court

 Cert granted Nov. 29, 2010



Supreme Court
 Amicus Briefs supporting Microsoft

Apple
Business Software Alliance
SAP
Timex
Securities and Financial Markets Assoc
Hercules – Open Source Project
Google
Cisco Systems
Teva Pharmaceuticals
William Mitchell College of Law



Supreme Court
 Amicus Briefs Supporting i4i

United States of America
3M et al.
19 Leading Venture Capital Firms
The Biotechnology Industry Organization (BIO)
6 Former USPTO Commissioners
7 Former Military Officers
Genentech
Intellectual Property Owners Assn (IPO)
University Patent Owners and Licensees



Microsoft
 § 282 does not impose a heightened standard
 Appropriate standard: preponderance of the 

evidence
 § 282 did not codify a heightened standard

Particularly when PTO did not consider 
relevant prior art

 CAFC got it wrong, and Congress has not ratified 
by inaction



Microsoft
 Agency deference does not justify a heightened 

standard
 CAFC decision can not be reconciled with KSR
 Eliminating questionable patents will promote 

competition and innovation



i4i
 § 282 codified S.Ct. precedent of a clear 

and convincing standard
 CAFC longstanding construction of § 282 

has been applied nationwide for 28 years
 Settled expectations of inventors, 

businesses, and investors – if a change is 
made, Congress should make it



Public Interest Factors
 Need to confer strong IP rights
 Promote innovation and disclosure of 

inventions
 Minimize erroneous invalidations of patents 

by lay juries
 Preserve a meaningful role for USPTO



Three Possible Outcomes
 Always clear and convincing
 Always preponderance
 Clear and convincing for prior art 

considered by PTO, and preponderance 
for prior art not considered by PTO



Practical Challenges to Split 
Standard

 Some art considered / some art not 
considered

Different burdens in same case
 What was considered by the PTO
 How is a reference that was not considered 

treated if it is similar to a reference that 
was



Final Notes
 8 justices will decide – Chief Justice 

Roberts owns Microsoft stock
 Decision expected late June
 Microsoft twice requested reexamination of 

'449 patent by PTO
1st time, PTO reaffirmed patentability
2nd time, PTO denied request
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Unclaimed Works and the 
Google Books Settlement 

Agreement
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Road Map
Copyright

Unclaimed Works

Google Books Settlement Agreement



Copyright
 Basis of Copyright

U.S. Constitution, Article I, Section 8 – 
Powers of Congress

“To promote the Progress of Science and the 
useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to 
their respective Writings and Discoveries”

17 U.S.C. § 102
“Copyright protection subsists . . . in original 

works of authorship fixed in any tangible 
medium of expression . . . .”



Copyright
 Scope of Copyright

17 U.S.C. § 106
Owner of Copyright has exclusive rights to:

Reproduce the work
Prepare derivative works
Distribute copies
Perform the work publicly 
Display the work publicly



Copyright
 Limitation of Copyright

17 U.S.C. § 107 – Fair Use
Criticism, comment, news reporting, teaching, 

scholarship
Criteria:

Purpose and character of the use
Nature of work
Amount and substantiality of portion used
Effect of use upon the potential market, or value of, 

the work

17 U.S.C. § 108 – Library/Archives



Copyright
 Effect of Copyright

“Intended to motivate the creative activity of 
authors and inventors by the provision of a 
special reward, and to allow the public 
access to the products of this genius after 
the limited period of exclusive control has 
expired.” - Justice Stevens

ONLY Two Types of Works
Copyrighted Works Still In-Copyright
Works in the Public Domain



Unclaimed Works
 Orphan Works

“The owner of a copyright work cannot be 
identified and located by someone who 
wishes to make use of the work in a manner 
that requires permission of the copyright 
owner.”  - Report on Orphan Works, Register 
of Copyrights, January 2006

 Out-of-Print Works
Includes orphan works
Over-inclusive, but easy to determine



Unclaimed Works
 How BIG is the Problem?

600,000, 2 million, 5 million?
85% (93% books) – Not Renewed
22% orphan works to 60% out-of-print

 Why?
No formalities (registration, renewal, etc.)
Extension of Copyright Term – 140 years

 So What?
Thwarts policy behind Copyright



Unclaimed Works
 Sonny Bono Copyright Term Extension Act 

of 1998 – 17 U.S.C. § 108(h) - “orphan 
works” provision

Libraries/Archives
Last 20 years of term
More than orphan works

 Orphan Works Acts of 2006 & 2008
Required good faith effort to locate owner
Died in committee



Google Books
 Library Project – 2004

Scan complete works from library collections
Accessible, searchable, preserved, free digital 

copy to libraries
Displaying:

Public domain works – full view
In-copyright works

“Snippet” view
Direct to library or purchase

 Publisher Program - preview



Google Books
 Law Suits - 2005

The Authors Guild et al., The Association of 
American Publishers

Plaintiffs: Google scanning and displaying works 
without the permission of copyright holders

Defendant: Fair use
Scanning to compile searchable index
Snippet display is just a few lines

Held up pending settlement discussions



Google Books
 Settlement Agreement (SA) – Oct. 2008

Settles both suits - $125 million
Establishes 

Partner Program – expands Publisher Program
Institutional Subscriptions
In-copyright, out-of-print

Preview
Sale
Free full view at public library terminals
Full access under institutional subscriptions



Google Books
 Settlement Agreement (cont.)

Book Rights Registry
Represents interests of authors and publishers
Attempts to locate copyright holders for orphan works
Distributes payments from online access

● Orphan works payments: to expenses, other 
copyrights holders or charities after 5 years

● Mechanism for copyright holders to:
● Opt-in for in-print works
● Opt-out for out-of-print works

Revenue Split: 37% to Google



Google Books
 Amended Settlement Agreement (ASA) – 

Nov. 2009
No longer includes books published outside 

U.S. (except for CA, AS, UK)
Opt-out rights enhanced
BBR must “use commercially reasonable 

efforts” to locate copyright holders
Unclaimed funds

Held for 5 years
Next 5 – 25% used by BBR to locate owners



Google Books
 Amended Settlement Agreement (cont.)

Unclaimed Works Fiduciary established
Acts on behalf of copyright holders for orphan 

works
Independent of BBR – no authors or publishers
Approves use of unclaimed funds
May license to third parties (if permitted by law)

Noerr-Pennington Doctrine Waiver
No anti-trust immunity 



Google Books
 ASA Rejected – March 2011

ASA Prelim Approval Nov. 2009 to Fairness 
Hearing Feb. 2010

Hundreds of objections
Concerns raised were significant
6,800 class members opted-out of settlement

Court concluded settlement was not “fair, 
reasonable, and adequate” as required 
under FRCP Rule 23 Class Actions



Google Books
 ASA Rejected – Major Objections

Forward-looking business arrangement 
released claims not before the Court

Scope of Pleadings
“Google would have no colorable defense as to a 

claim of infringement based on the unauthorized 
copying and selling or other exploitation of entire 
copyrighted books.”

Matter for Congress, not courts or private 
parties

Interest of Class Members in conflict



Google Books
 ASA Rejected – Major Objections (cont.)

Antitrust Concerns
Copyright Concerns

“It is incongruous with the purpose of the copyright 
laws to place the onus on copyright owners to 
come forward to protect their rights when Google 
copied their works without first seeking their 
permission.”

Absent class members, not even aware of the ASA, 
are deemed to have released their rights to future 
infringing conduct and will not know to           
come forward to opt-out.



Future of Google Books
 Google will continue to scan and display 

snippets
 Google will probably not consider opt-in for 

all in-copyright works - $$$$
 Next:  Status conference June 19, 2011

Appeal ASA rejection
Wait for legislative solution
Move forward with lawsuits
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